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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U S C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the pnor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
r-aici-.iabiiiiy shall not be negatived by the manner in which the invention was made 



Claims 1 1, 19 and 27-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bailey Jr. et al. (US 6,329,788). 

Baiiey discioses a battery pack for powering a hand held power tool (column 3, 
lines 2-5), the battery pack comprising: a housing connectable to and supportable by 
the hand held power tool (figure 3, element 22); and a plurality of battery cells supported 
by the housing, the battery cells having a combined nominal voltage of approximately 
28-volts (Column 2, lines 7-11). Bailey does not expressly disclose that the battery cells 
have a lithium-based chemistry. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to have selected any type of batteries 
including Lithium, since it has been held to be within the general skill of a worker in the 
art to seiRnt a known materia! on the basis of its suitability for the intended use as a 
matter of obvious design choice. In re Leshin, 125 USPQ 416. 
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As to Claim 19, Bailey discloses an electrical combination comprising: a 
handheld power tool (Column 3, line 3-5)); and a battery pack including a housing 
connectable to and supportable by the hand held power tool (Figure 2), and a plurality 
of battery cells supported by the housing, the battery cells having a combined nominal 
voltage of approximately 28-volts (Column 3, lines 7-11). Bailey does not expressly 
disclose that the battery cells have a lithium-based chemistry. It would have been 
obvious to one haying ordinary skill in the art at the time the invention was made to 
have selected any type of batteries including Lithium, since it has been held to be within 
me general skui ot a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious design choice. 

As to Claim 27, Bailey discloses the electrical combination as set forth in claim 
19 wherein the hand held power tool includes a driver drill, the driver-drill including a 
driver-drill housing connectable with the housing of the battery pack and operable to 
support the battery pack when connected (figure 15), and a motor supported by the 
driver-drill housing and operable to drive a drill bit (seen and implied in figure 15), the 
plurality ?f battery cells being electrically connectable to the motor to selectively operate 
the motor (figure 15, element 16). 



As to Claim 28. Bailey discloses the electrical combination as set forth in 
claim 19 wherein the hand held power tool includes a circular saw, the circular saw 
including a saw housing selectively connectable with the housing of the 
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measuring acts, determining, with the controller, on which of the first cell and the 
second cell to perform the discharging act (figure 3. S1 30 and S140). 



Claim13-17 and 21-25 and 38-44 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bailey in view of Santana in view of Nakai et al. (US 6.509. 1 14). 

As to Claim 38. Bailey discloses a battery pack for powering one of multiple 
i .and held power tools (figure 2). the battery pack comprising: a housing connectable to 
and supportable by the hand held power tool (figure 1. and figure 15). Bailey does not 
expressly disclose the batteries are lithium based, or that they have approximately 3.0 
ampere-hour capacity. Santana discloses battery cells having a lithium based 
chemistry (Column 2. lines 16-18). Nakai discloses having a combined ampere-hour 
capacity of approximately 3.0 ampere-hours (Column 14. lines 34-35).. It would have 
been obvious to a person having ordinary skill in the art at the time of this invention to 
use Nak*'* Kthinm batteries in the battery pack of Bailey in order to provide higher 
power and capacity to the battery pack. 

As to Claim 13.21. and 39. Nakai further discloses the battery pack as set forth in 
claim 12. 20. and 38, respectively, wherein the battery cells have a lithium-manganese 
chemistry (Column 13, lines 32-35). 
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As to Claim 14.22. and 40. Nakai discloses the battery pack as set forth in claim 
12.20. and 38. respectively, wherein the battery cells have a spinal chemistry (Column 
13. lines 32-35). 



As to Claim 1 5. 23 and 41, all the limitations as set forth in claim 1 1 . 1 9. and 38. 
respectively, have been meet. It would have been an obvious matter of design choice 
tc -„zz ssvsr. Lmie,y ceiia, since applicant has not disclosed that using seven battery 
cells solves any stated problem or is for any particular purpose and it appears that the 
invention would perform equally well with any number of cells as long as the output of 
the cells meets the requirements of the device. 



As to Claim 16. 24. and 42. Bailey discloses all the limitations set forth in claim 
1 35, respectively, but dees not expressly disclose the battery cell voltage of 
approximately 4.2-volts. Nakai discloses the battery cell has a nominal voltage of 
approximately 4.2-volts (Column 10, line 62). It would have been obvious to use the 
battery cells of Nakai with the device of Bailey in order to have high power and capacity 
cells. 

As to Claim 43, Bailey in view of Santana an further view of Nakai disclose all the 
limitations of claim 38. Bailey. Santana, and Nakai do not expressly disclose the 
average discharge current of 20 amps Bhagwat teaches that hand held power tool 
motor us approximately 20 amps (Column 9. lines 1-3). Therefore it would have been 
obvious to a person having ordinary skill it the art to create a battery pack for a power 
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tool where in the average discharge current is sufficient to power the motor of the power 
tool. 

As to Claim 17. 25. and 44, Bailey discloses the battery pack as set forth in claim 
1 1. 19, and 29. respectively, but does not expressly disclose wherein each of the 
plurality of battery cells has ampere-hour capacity of approximately 3.0 ampere-hours. 
Nakai disclose a battery cell having approximately 3.0 ampere-hours of capacity 
(uouimn 14, lines 34-35). It would have been obvious to use the battery cells of Nakai 
with the device of Bailey in order to have high power and capacity cells. 



Claims i» ana 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bailey in view of Santana in view of Bhagwat et al (US 4.893,067). 

As to Claim 18 and 26. Bailey discloses all the limitations of Claim 11 and 19. 
respectively. Bailey does not expressly disclose an average discharge current of 
approximately 20 amps. Bhagwat teaches that motor of typical hand held power tools 
use between 10-20 amps (Column 9. lines 1-3). it would have been obvious to a 
person having ordinary skill in the art and take Bhagwafs teaching and design the 
battery pack so it can supply enough current to power hand held power tools. 



Claims 29-37 and 43. 45-51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bailey in view of Santana in view of Bhagwat in view of Nakai. 
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As to Claim 29, Bailey discloses an electrical combination comprising: a hand 
held power tool (figure 15) and a power tool battery pack operable to supply power to a 
hand held power tool, the battery pack including a plurality of battery cells (figure 2). 
Bailey does not expressly disclose the pov/er tools capable of producing an average 
current draw of approximately 20-amps and the battery cells having a lithium-based 
chemistry. Bhagwat discloses that hand held power tool motors draw around 20 amps 
(Coulmn 9, lines 1-3). Santana discloses that lithium based battery pack (column 2, 
lines 16-18) for use in a hand held device. Nakai discloses potential hazards with high 
power and capacity cells and a solution to prevent possible hazards of using lithium 
based cells (Column 2, lines 64-67 and Column 3, lines 1-3 and 41-62) and provides 
motivation for using a lithium to provide a higher energy density. It would have been 
obvious to a person having ordinary skill in the art to combine the teachings of 
Bhagwat. Santana, and Nakia, and create a battery pack with higher energy density 
that is made up of cylindrical lithium based cells for a device that draws approximately 
20 amps. 

As to Claim 45. Bailey discloses a battery pack for powering one of multiple hand 
\\c'.t pc-tV£r ::c!a {cc-iuiVin 3, lines 2-5), the battesry pack comprising: a housing 
connectable to and supportable by the hand held power tool (figure 1, and figure 15. 
element 16). Bailey does not expressly disclose wherein the average discharge 
current of the battery pack is approximately 20 amps, or that the batteries are lithium 
based. Santana discloses a battery pack for a hand held power tool with a lithium 
based chemistry (column 2. lines 27-34) Bhagwat teaches that hand held power tool 
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motor us approximately 20 amps (Column 9. lines 1-3). Nakai discloses potential 
hazards with high power and capacity cells and a solution to prevent possible hazards 
of using lithium based cells (Column 2, lines 64-67 and Column 3, lines 1-3 and 41-62) 
and provides motivation for using a lithium to provide a higher energy density. It would 
have been obvious to a person having ordinary skill it the art at the time of this 
invention to combine the teachings of Santana. and use a lithium based battery for its 

ca^iiy and power, use the teachings of Nakai and make the cell cylindrical 
shaped so as to prevent possible damages, and take the teaching of Bhagwat and 
design the battery pack such that it has an average discharge current of approximately 
20-2rr.ps sc that it is capable of sufficiently powering the power tools motor. 

As to Claim 30 and 46, Nakai further discloses the electrical combination as set 
forth in claim 29 and 45, respectively, wherein the battery cells have a lithium- 
manganese chemistry (Column 13. lines 32-35). 

as to uiaim «3i ana 4/, Nakai further discloses the electrical combination as set 
forth in claim 29 and 45, respectively, wherein the battery cells have a lithium- 
manganese spinel chemistry (Column 13, lines 32-35). 

As to Claim 32 and 48, all the limitations as set forth in claim 29 and 45. 
respectively, have been meet. It would have been obvious to one having ordinary skill 
in the art that the number of battery cells in a battery pack can be adjusted in order to 
meet the voltage, current, and capacity requirements of the battery pack. Since 
applicant has not disclosed that using seven battery cells solves any stated problem or 
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is for any particular purpose and it appears; that the invention would perform equally 
well with any number of cells as long as the output of the cells meets the requirements 
of the device. 



As to Claim 33 and 49, Nakai further disclose the electrical combination as set 
forth in claim 29 and 45. respectively, wherein each of the plurality of battery cells has a 
nominal voltage of approximately 4.2-volts (Column 10. Sine 62). 

As to Claim 34 and 50. Nakai further discloses the electrical combination as set 
forth in claim 29 and 45. respectively, wherein each of the plurality of battery cells has 
ampere-hour capacity of approximately 3.0 ampere-hours (Column 14. lines 34-35). 

As to Claim 35, Bailey further discloses the electrical combination as set forth in 
claim 29 wherein the hand held power tool includes a driver drill including a driver-drill 
housing connectable with the housing of the battery pack and operable to support the 
battery pack when connected (figure 15), and a motor supported by the driver-drill 
housing and operable to drive a drill bit (seen and implied in figure 15). the plurality of 
battery cells being electrically connectable to the motor to selectively operate the motor 
(figure 15. element 16). 

As to Claim 36, Bailey further discloses the electrical combination as set forth in 
claim 29 wherein the hand held power tool includes a circular saw. the circular saw 
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includes a saw housing correctable with the housing of the battery pack and operable 
~ " mie,y pa,:k when tweeted (figure 1), and a motor supported by the 

saw housing and operable to drive a saw bl.de (seen and implied in figure 1). the 
Plurality of battery cells being electrically correctable to the motor to selectively operate 
the motor (figure 1, element 16). 

A* to Claim *7 R ,iio y f,,* h9r dtedoaw the electrical combination as set forth in 
claim 29 wherein the battery pack include, a housing selectively connectable to and 
supportable by the hand held power tool (figure 2). and wherein the plurality of battery 
cells have a combined nominal voltage of approximately 28-volts (Column 3. lines 7-11). 

As to Claim 51, which is dependent upon claim 45. Bailey further disclose 
wherein the plurality of battery cells have a combined nominal voltage of approximately 
28-volts (Column 3, lines 7-11). 



Response to Arguments 

Applicant's arguments filed 3/2/06 have been fully considered but they are not 
persuasive. 

Applicant's affidavit is not persuasive. The Examiner contends that it has been 
held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 61 7 F.2d 272, 205 USPQ 21 5 (CCPA 1 980). In 
industry, the trend is to find a balance between the weight and the power factor that 
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goes into the power tool. Lithium-ion battery has been making a breakthrough in its use 
in torque-demand power tools. For example, the two articles on ThomasNet Industrial 
Newsroom announce that Dewalt Powertool Company is bringing into the market with 
18, 28 and 36 Volts Li-Ion cordless tools. Sears, on the other hand, has the 20 Volts Li- 
Ion cordless tools. As can be seen from these three articles, the claimed 28V Li-Ion 
battery is not unique but rather a routine experimentation. 



Any inquiry concerning this communication should be directed to the Examiner at 
the below-listed number on every Tuesday, Thursday and Saturday. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Kar! Easthom, can be reached at (571) 272-1989 on Monday-Thursday. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the receptionist at (571) 272-2800, Monday-Friday, 8:30am to 5:00pm, 
EST. 



Conclusion 



By: 




EDWARD H TSO 
Primary Examiner 
(571) 272-2087 



